Application No. 10/685,206 

Reply to Office Action of December 7, 2009 

REMARKS/ARGUMENTS 

Favorable reconsideration of this application, as presently amended and in light of the 
following discussion, is respectfully requested. 

Claims 1-10 are pending in present application, Claim 1 having been amended. 
Support for the present amendment is believed to be self-evident from the originally filed 
specification. 

In the outstanding Office Action, the provisional rejection under the doctrine of 
obviousness-type double patenting over copending application 1 1/328,362 was held in 
abeyance; Claims 1-10 were rejected under 35 U.S.C. §101; and Claims 1-8 were rejected 
under 35 U.S.C. § 103(a) as unpatentable over Anderson (U.S. Patent Publication No. 
2004/0010466) in view of Pine et al. (U.S. Patent Publication No. 2002/0032648, hereinafter 
Pine ), and further in view of Gallagher ("St. Louis Post-Dispatch Personal Finance Column," 
St. Louis Post-Dispatch, July 20, 1996). 

Applicants thank the Examiner for holding the double patenting rejection is abeyance. 

With respect to the rejection under 35 U.S.C. §101, Applicants respectfully request 
that this ground of rejection be held in abeyance until the Supreme Court issues their decision 
in In re Bilski, which is expected any day now. It is noted that the Supreme Court may not 
adopt the machine or transformation test utilized by the Office Action. The Federal Circuit 
stated: 

Nevertheless, we agree that future developments in 
technology and the sciences may present difficult 
challenges to the machine-or-transformation test, just as the 
widespread use of computers and the advent of the Internet 
has begun to challenge it in the past decade. Thus, we 
recognize that the Supreme Court may ultimately decide to 
alter or perhaps even set aside this test to accommodate 
emerging technologies. And we certainly do not rule out 
the possibility that this court may in the future refine or 
augment the test or how it is applied. 
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With respect to the rejection of Claim 1, Applicants respectfully traverse this ground 

of rejection. Claim 1 recites, inter alia, "receiving from the consumer a power of attorney 

authorizing pursuit of a claim of recovery from the check fraud." Anderson , Pine , and 

Gallagher , taken alone or in proper combination, do not disclose or suggest this element of 

Claim 1. 

Initially, it is noted that the rejection of Claim is unclear. Page 5 of the Office Action 
purports to reject Claim 1 with a combination of Anderson , Pine , and Gallagher. However, 
the analysis offered by the Office does not refer to Gallagher in the context of Claim 1 . Thus, 
it is not clear how the Office is applying Gallagher . Clarification is requested. Also, this 
Office Action should be withdrawn as being defective under 37 CFR §1.1 04(b), which 
requires that the "examiner's action will be complete as to all matters." 

According to page 10 of the Office Action, the claimed "power of attorney" is not 
being given patentable weight because the Office considers it to be non-functional descriptive 
material. Applicants respectfully traverse this position. 

Initially, it is well established that each word of every claim must be given weight. 
See In re Wilson , 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970), wherein the court 
stated "All words in a claim must be considered in judging the patentability of that claim 

against the prior art." 

Page 10 of the Office Action refers to MPEP §§ 2106.01 and 2106.02. However, 
these MPEP sections are not applicable to the present claims. Claim 1 is a method claim. 
MPEP §2106.01 pertains to data structures and whether or not such data structures are 
recorded on a computer readable medium. MPEP §2106.02 pertains to "processes that do 
nothing more that solve mathematical problems or manipulate abstract ideas or concepts." 
The method of Claim 1 is not involved mathematical problems, abstract ideas, or abstract 
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concepts. Rather, the method of Claim 1 describes actual steps to be performed and is tied to 

concrete, real-world concepts. 

Page 10 of the Office Action regards the claimed "for recovery for such check fraud" 

as intended use. However, this language is functional. The power attorney recited in the 

claims must provide the recited function. With regard to functional limitations, M.P.E.P. § 

2173.05(g) states: 

A functional limitation must be evaluated and considered, just 
like any other limitation of the claim, for what it fairly conveys 
to a person of ordinary skill in the pertinent art in the context in 
which it is used. 

See also In re Sullivan, 84 USPQ2D 1034, 1038-1040 (Fed. Cir. 2007) (Federal 
Circuit criticizing PTO Board 5 focus upon "intended use"). 

The Office relies upon In re Schreiber , 128 F.3d 1473, 1477-78 44 USPQ 2d 1429, 
1431-32 (Fed. Cir. 1999) (cited as authority in the noted MPEP §2114 ) to support its 
position. However, In re Schreiber does not support any theory that functional limitations 
can be ignored. Rather this case requires that a reference structure used to reject a claim 
structure defined by what it does must INHERENTLY perform the claimed function. In this 
regard, it is well established that inherency requires the certainty that something will happen, 
not merely a possibility or even a probability that something may occur. See In re Robertson, 
49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) and In re Oelrich , 212 USPQ 323, 326 (CCPA 
1981). 

The Office Action also refers to In re Collier , 158 USPQ 266. No explanation is 
provided as to why this authority is relied upon. In the event the Office believes that this 
case supports a theory that all uses of the word "for" indicate intended use, this is not so. 
However, to advance prosecution, Claim 1 is amended to recite "receiving from the consumer 
a power of attorney authorizing pursuit of a claim of recovery from the check fraud." The 
word "for" has been removed from this claim element. 
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Paragraph [0014] of Pine states "[t]he present invention allows the electronic 
merchant to execute a limited power of attorney, thereby allowing another party, the 



accept credit cards" (emphasis added). Thus, the limited power of attorney in Pine does 
perform the claimed function of "authorizing pursuit of a claim of recovery from the check 
fraud." Page 6 of the Office Action states "Anderson, however, does not expressly discuss 
receiving from the consumer a power of attorney to pursue a claim for recovery for the check 
fraud." Gallagher is relied upon to describe a police report, and does not describe "receiving 
from the consumer a power of attorney authorizing pursuit of a claim of recovery from the 
check fraud." 

As Anderson , Pine, and Gallagher do not disclose the claimed "receiving from the 
consumer a power of attorney authorizing pursuit of a claim of recovery from the check 
fraud," Applicants respectfully submit that a person of ordinary skill in the art could not 
properly combine these references to arrive at the invention defined by Claim 1. Thus, Claim 
1 (and any claims dependent thereon) patentably distinguish over Anderson, Pine, and 
Gallagher , when taken in proper combination. 

Consequently, in light of the above discussion and in view of the present amendment, 
the present application is believed to be in condition for allowance and an early and favorable 
action to that effect is respectfully requested. 



responsible party, to perform the necessary steps that will allow the electronic merchant to 
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